Pierre Véron

Jetro Conference

Tokyo & Osaka e 23-24 January 2017

The Unified Patent Court

state of the play January 2017

JETRO UP & UPC Seminar
Osaka — Tokyo e 23-24 January 2017

Pierre Veron

Honorary President EPLAW (European Patent Lawyers Association)
Member of the Expert Panel group of the Unified Patent Court
Member of the Drafting Committee of the Rules of Procedure

VERON V/Z\
& ASSOCIES

AV O C A T,58

Paris m Lyon

BR i e — e BT BRI PR

2016EEDK R TOHOIRIK

HIHGEEH > T 7 LR 0 P FO -
T2 vt/ FIL7EHHe 201649 57 H

Pierre Veron

FRM I FELT S (EPLAW) R0
H—rAR Y REMRRS L—T ZMES
FHEHARERESEE

VERON V/Z\
& ASSOCIES

AV O C A T,58

Paris m Lyon

The Unified Patent Court: State of the Play in January 2017




Pierre Véron

Jetro Conference
Tokyo & Osaka e 23-24 January 2017

The Unified Patent Court

Contents

B Legal sources

B The last months and the next twelve
» UK referendum
» Ratifications
» Divisions
» Locations of the Court
» Appointment, training of and payment for judges

B What law will apply
» UPC Agreement’s provisions
» Amendment of national laws

The Unified Patent Court

B R
m &% (Legal sources)

B COHANHETLSEIFROREL
EEEREE
o
X
AR OB L R
HIEOER. FHER UHREN
B BRI SEE
» UPCIEEDEIR
» EREORE

v v v v v

The Unified Patent Court: State of the Play in January 2017



Pierre Véron

Jetro Conference
Tokyo & Osaka e 23-24 January 2017

| Legal sources

Bl 17 December 2012
Regulation 1257/2012 enhanced
cooperation in the creation of
unitary patent protection

17 December 2012
Regulation 1260/2012
(translation arrangements)

=% 19 February 2013
~¥ Agreement on a Unified Patent
Court and draft Statute

54119 October 2015
- Draft Rules of Procedure

L

subject to

scrubbing!

The Unified Patent Court

legal

http://www.upc.documents.eu.com/PDFs/
2015-10-19 Agreement UPC DE-EN-
FR_and Rules Procedure UPC DE-EN-

oA Unified Patent Court (V18) FR Draft 1801
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The main publicly available documents can be found on

WwWww.upc.documents.eu.com
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unified

patent
court

UPC’s FAQ

Frequently Asked Questions

Procedurs bukea the UPC

https://www.unified-patent-court.org/fag

o] 13

A single patent court covering 25 countries

The Unified Patent Court

patent
court

Frequently Asked Questions

Procedurs bukea the UPC

https://www.unified-patent-court.org/fag

o] 13

M—EFrRHFMO X< HSHER (FAQ)
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A single patent court covering 25 countries
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The last months

%

29/06/2016 30/06/2016 27/07/2016  UPC agneement
Protocol Communication ~ Case
chairmen Management

23/06/2016
UK referendum
01/10/2015 19/10/2015  19/10/2015 30/11/2015  08/02/2016 03/05/2016
Protocol on 18th draft Alexander Draft Court Fees Judges
Provisional Rules of Ramsay EPLC &Recoverable Recruitment Privileges
Application Procedure  new chairman Rules Costs Notice Immunities

f—

The Unified Patent Court

28/11/2016
UK announces
decision to ratify

System >k

ERTREIFIE TS

)

* https://secure.unified-patent-court.org/login
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The Unified Patent Court
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m The Unified Patent Court

The aftermath of the UK referendum
of 23 June 2016 (contents)

B The UK is still a EU Member State for
several months or years

® UK may ratify the UPC Agreement
notwithstanding the outcome of the
Brexit referendum

M Legal questions and political
uncertainties

m The Unified Patent Court

201656 A23HNEENEREENZE
(B

B EEEHy ABXIIHER IS EHEEEUM
HEDEFEFTHS

B REOERKEEUPCHE
B UPCIHEICBrexithh 5 2 2 AIREME D H &
W RS & BUBRI A HER 1%
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m The Unified Patent Court

EU law background

The UK is still a EU Member State
for several months or years

B The 23 June 2016 referendum on Brexit has no legal
effect in itself

B Only a formal notification in accordance with Art. 50
Lisbon Treaty might trigger the process by which the UK
would withdraw from the EU; the UK must press the
button

B It has not done so yet and PM Teresa May said she will
not press the Article 50 button before 1 March 2017

B Once Art. 50 has been triggered, the UK remains in the
Union until “the date of entry into force of the
withdrawal agreement or, failing that, two years after
the notification”

VEROMN Wi\
& ASSOCIES 8

m The Unified Patent Court
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m The Unified Patent Court

Referendum
and UPC Agreement

® On 28 November 2016, the UK government
announced its intention to ratify the UPC
notwithstanding the referendum result to
leave the EU

B This announcement is a major step towards
the entry into operation of the UPC

B Some people, however, voice concern that the
UK position (inside the UPC, but outside the
EU) may raise legal questions

m The Unified Patent Court

EREE
| UPCHE

B RRENGERN RS & RERX, BRERER
DFERICHNDOBT . UPCEMAET S ENTES
o 212U, ENICEREIZEWVNTKRKELBUAHIHEA
ALETHS,

B RERMIC, UPCIHE FERMICIE, ZREDHEEDE
BITHDDOLTHEMTHENTES, L. £
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DETHSD
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Influence of a possible Brexit
on the UPC Agreement

m UPC Agreement refers only to “EU Member
States” (Art. 2, Art. 84): a non-EU Member
State could not accede the Agreement

B UPC Agreement does not envisage the
withdrawal from the EU of a EU Member State
thereby becoming a non-EU Member State

B UPC Agreement does not envisage either the
withdrawal of a Member State (nothing like
Art. 50 Lisbon Treaty in the UPC Agreement)

& AS ».:_'J-_' IES 10

m The Unified Patent Court

UPCIfEIZBrexithi 5 z 2 algEED & 5
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(X, VRRERESOED & S GERAEMNELY)

B E[RIZBrexit (XEDOEUBRL) AN 5HE. REDUPC
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Legal questions

B Assuming the UPC Agreement enters into force
and assuming UK withdrawal from the EU
become effective, would such withdrawal make
the UPC incompatible with EU law?

®m In other words: is it possible that a State which
was a EU Member State when the UPC
Agreement entered into force remain in the UPC
system after its withdrawal from the EU?

m The Unified Patent Court

N RN

B UPCREMNFEMNT 2EMREL. FEEEDEUM, L DEE
BABMCG o ImERET D E. CDRERRICK Y. UPC
[FEUEICIEfT 2 L1220,

B DFY., UPCHEDHEMEICEUMBE > =EIX. EU
NOBERE LR ELUPCOURTLIZBESCLIXTESD
Dh.
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m The Unified Patent Court

The CJEU’s legal opinion 1-09
of 3 March 2011

® The CJEU did not say that only EU Member
States could participate in the UPC system

B It only answered the specific question:
‘Is the envisaged agreement creating a
Unified Patent Litigation System (currently
named European and Community Patents
Court) compatible with the provisions of the
Treaty establishing the European
Community?’

m The Unified Patent Court

R ESTERHFAD2011FE3A3EHD
| ZEMERI1-09

m FRMES BLEEFIRTIE. EUMBER ITAUPC R
TLIZCSMTESDEEIEE > TULVELY,

B ERMES BLIREFIRTIE. RO K 5 GTEAMGER
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The Unified Patent Court: State of the Play in January 2017 12



Pierre Véron Jetro Conference
Tokyo & Osaka e 23-24 January 2017

m The Unified Patent Court

The CJEU’s legal opinion 1-09
of 3 March 2011

B The question submitted to the CJEU related to a
system

» in which non EU Member States (like Switzerland)
could participate; and

» which would have created a “European and
Community Patents Court (‘the PC’)"” which was an
independent court, not “a court common to a
number of Member States, situated, consequently,
within the judicial system of the European Union”

B The CIJEU’s opinion is only based on the second point:
it does not directly address the first one

vEron V2
& ASSOCIES

m The Unified Patent Court

R ESTERHFAD2011FE3A3EHD
| ZEMERI1-09
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The Unified Patent Court

The CJEU’s legal opinion 1-09
of 3 March 2011

The CJEU’s opinion is also based on the following
remark: “if a decision of the Patents Court were to be in
breach of European Union law, that decision could not be
the subject of infringement proceedings* nor could it give

rise to any financial liability on the part of one or more
Member States”

* In this context “infringement proceedings” refer to EU law
proceedings whereby a party would argue that a Member State or
another legal body has infringed EU law (nothing to do with
s “patent infringement proceedings”)
VERON Vi,
& ASSOCIES

The Unified Patent Court

R ESTERHFAD2011FE3A3EHD
| ZEMERI1-09

BRMES BIEABHIFOBRIZ. ROBRICADINTVSHDT
Hb. FHFHHIFTDRENKRMESDERICERTHLDT
HAHELIE. TORERFBEFMOHREFILGYRF/LENL, F
—XFEHOMBEICEHZMEEFELCKTEL

* ZOXIRT MBERL (infringement proceedings) 1 &1%, EUAE

DFFDEZELTEY ., HHEEEDN, HAIMBEXTBIDEANEU

BICERLTWAEERTBHILELS ( THEHHFEREHRAL (patent
— infringement proceedings) | &IEBEZRAELY) o
& ASSOCIES

The Unified Patent Court: State of the Play in January 2017 14



Pierre Véron Jetro Conference
Tokyo & Osaka e 23-24 January 2017

m The Unified Patent Court

The CJEU’s legal opinion 1-09
of 3 March 2011

This failure noted by the CJEU’s opinion has been
overcome in the UPC Agreement:

B Art. 1 “The Unified Patent Court shall be a court
common to the Contracting Member States and thus
subject to the same obligations under Union law as
any national court of the Contracting Member States”

B Art. 22 “1) The Contracting Member States are jointly
and severally liable for damage resulting from an
infringement of Union law by the Court of Appeal, in
accordance with Union law concerning non-contractual
liability of Member States for damage caused by their

'Wiiocts  national courts breaching Union law”

15

m The Unified Patent Court

R ESTERHFAD2011FE3A3EHD
| ZEMERI1-09

BRI ES EEBFIFTOER THEE Sz ZOFREE. UPCHE
Trikcsh T3,

B F1E TSR, SOEICEE0HEHRTHE D
NET B, 2T, HHEOEARFIFTE BERIC, BRMES
EIZE DK EHICRT 5

B OFE22% T (1) #HUNEIX, YEGENEOERHIFRHARIMNESS
[ERLESEICE L ZEEICET 2MEE O EZHREEE
EEEZTEOHBEINEESEICHEL, HERHZHIFTIZK 2EMES
EOBREIZEYVELH-EBEICODLWVTEREEZAS )
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The Unified Patent Court

Optimistic interpretation
of the CJEU’s legal opinion 1-09
of 3 March 2011

® The CJEU’s legal opinion does not exclude the
participation of non-EU Member States

B “A court common to a number of Member States,
situated, consequently, within the judicial system
of the European Union” may also be a court
common to EU and non-EU Member States
without violating EU law as long as the UPC
Agreement provides that the Contracting Member
States are jointly and severally liable for damage
resulting from an infringement of Union law by
the Court of Appeal

m The Unified Patent Court

FriE S BLEEHIRND2011F3A3ADER
| 1-090EEBML BN

B ERNESBERFIFTOEMNERIE. EUSEMBEEOZSM
ZHERR L TULVELY,

B (MBEOW ONZHBET S, o T, BRIMEEDE
EFEDORAICMET 2T &(X. EUNBEERY
EMBEICEBOREFIFTTHo>TEH L., UPCIHEM T
FHAE I TIEREHIFTIC L PEMEBEEZDREICKIVEL
EFBICODVGEFEREZES ] EEHTWLSRYIL.
EURIZEERT 5 2 &IEALY,
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Technical adjustment needed

m UPC Agreement needs to be changed as it
refers only to “"EU Member States” (Art. 2,
Art. 84)

B This could be done, after entry into force of
the Agreement, by an amendment according
to Article 87(2) UPCA “The Administrative
Committee may amend this Agreement to
bring it into line with an international treaty
relating to patents or Union law”

The Unified Patent Court

| FHRLOFBNIBELLD

® UPCIHE(X, TEUMBE] (2%, $84%) IC
DHAERLTWEZ ML, EENBELLD,

B COEEIE. UPCHEES7E& 2) TEEBRERIE
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60
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m The Unified Patent Court

Summary conclusion on the

consegquences of the Brexit

The uncertainties are more of political nature
than of legal nature:

m if the UK ratifies the UPC Agreement before
its effective withdrawal from the EU it seems
legally possible that the UPC Agreement
enters into force and remains valid even
after the UK's effective withdrawal from the
EU

B but this needs political momentum in both
the UK and the EU

m The Unified Patent Court

| FERT

THERMEE, FEMNEEDLDEVNS XY D BUAKE
HEDLDTH S,

B EUN S DBEIRA N ZE RS DRTICEENUPCHE
ZtET HIZEICTIE. UPCIHEAFESL. ZED
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T5&EVSKRIX, EMICIERIGEEE EB DN S,

B LML, ZOEOHIZE, ZEEELEUDRAIZE T
BUEHIGB WA RETH S,
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m The Unified Patent Court

Ratifications

B Entering into force when 13 Contracting States
including “the three Member States in which the
highest number of European patents had effect in the
year preceding the year in which the signature of the
Agreement takes place (= 2012)", i.e. DE, FR and UK
have ratified

m 11 ratifications so far (chronological order):
AT, FR, SE, BE, DK, MT, LU, PT, FI, BG and NL

B 2 ratifications still needed : DE and UK

m The Unified Patent Court

| H#tE

B [ABEOELNMTON-EORE (=2012F) [ZHHMTH
ST-FRMNBFEFH RO R Z L IOMMESINEE] (F4b
L R4V, I3 0ARVEE) 28T I30MHEOHAEICEK
2THEMT B,

B CAETIZUTOIOHEMNfAEL TS,
F—RARIVT. F5VR Rz —T2, N)L¥—
—. LB NWOGEVTLG, RILEHIL, T4
. JILAY T,
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Ratifications
11 ratifications
| so far
(chronological
order):

AT, FR, SE, BE,
DK, MT, LU, PT,
FI, BG and NL

The Unified Patent Court
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The Unified Patent Court

The next 12 months (tentative)

01/07/2016 01/05/2017 01/12/2017
End Beginning Court

Preparatory Provisional Application Phase starts
Wi (PABH operations

] )

-

L 01/01/2017

03/07/2016 - 30/04/2017
Ratifications needed

V

01/05/2017 - 31/08/2017 ~ 01/09/2017 - 30/11/2017
Provisional application phase Sunrise Period

31

SEOI2HARBIDREL

01/07/2016 30/11/2016
End Beginning
Preparatory Provisional
Work Application

The Unified Patent Court

31/05/2017
Court
starts

operations

§

]

o>

l 01/01/2017

J 30/06/2017

01/06/2016 L

01/07/2016 - 30/11/2016
Ratifications needed

30/11/2016 - 31/05/2017
Sunrise Period

31
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Divisions

The Unified Patent Court

32

The Unified Patent Court

32
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The Unified Patent Court

.
The Court of first instance:
competence of the divisions

(based on the intentions to create divisions as supposed in January 2017)

Baltic Regional Division
(SE, EE, 1T, 1)

Finland

. Denmark

United Kingdom

[The Netherlands

Germany (4 divisions)

Belgium

France

CZ-SK Regional Division ?
(2,5K)

Central Regional Division ?
) I, HR)

Eastern Regional Division ?
(BG, CY, GR, RO)

. Italy (UP since 2015 - UPC)

= =3 Poland (UP - non UPC)
Spain (non UP - non UPC)
VERCON Vi\ OV BLED Croatia (&0 post UP & UPO)
ASSOCIES L
& \Sbf.)._ IES 33

The Unified Patent Court

.
E—EEFIAT:
| BRERDIERE

(201646 AICE LV THMORBHAER Eh TS HD)

Baltic Regional Division
(SE, EE, 1T, 1)

Finland

. Denmark

United Kingdom

The Netherlands
I Germany (4 divisions)

Belgium

France

CZ-SK Regional Division ?
(2,5K)

Central Regional Division ?
) I, HR)

Eastern Regional Division ?
(BG, CY, GR, RO)

. Italy (UP since 2015 - UPC)

=3 Poland (UP - non UPC)

Spain (non UP - non UPC)

vErRoN VA © Véron & Associés ot
ASSOCIES
d:n ;\Sbf.)._ I._ > 33
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Article 7 and Annex I1

The Unified Patent Court

The Court of first instance:
central division’s seat and sections

£

PRESIDENT’S OFFICE

Munich

SECTION A — HUMAN SECTION B — PERFORMING SECTION F — MECHANICAL
NECESSITIES OPERATIONS; TRANSPORTING ENGINEERING; LIGHTING;
SECTION C — CHEMISTRY; SECTION D — TEXTILES; PAPER NG ARERRORS:
METALLURGY LSS
SECTION E — FIXED
CONSTRUCTIONS
SECTION G — PHYSICS
SECTION H — ELECTRICITY
34
The Unified Patent Court
B7ERUHEREI

E—FRFIFR -
P REDRAE R UL ER

=

Paris

PRESIDENT’S OFFICE

Munich

SECTION A — HUMAN
NECESSITIES

SECTION C — CHEMISTRY;
METALLURGY

SECTION B — PERFORMING
OPERATIONS; TRANSPORTING

SECTION D — TEXTILES; PAPER

SECTION E — FIXED
CONSTRUCTIONS

SECTION G — PHYSICS
SECTION H — ELECTRICITY

SECTION F — MECHANICAL
ENGINEERING; LIGHTING;
HEATING; WEAPONS;
BLASTING

34
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The Unified Patent Court

The Court of appeal (Luxembourg)

Court of Appeal .

Appeal
(facts & law)

35]
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The Unified Patent Court
PEEREHIFF Lo TILY)
Court of Appeal .
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The Unified Patent Court

Court of appeal

Luxembourg
Hemicycle
Kirchberg

veron VA
& ASSOCIES 36
The Unified Patent Court
= s slzfl =
JU =
| PEERECHIFR
oIy
FILENILID
Hemicycle
(FERBOEM)
veron VA
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The Unified Patent Court

Court of First Instance

Munich

Paris
Bundespatentgericht

London
Palais de Justice

Aldgate Tower (City)

https://www.unified-patent-court.org/locations

VERON
&ASSOC IES 37

The Unified Patent Court

| F—EBRYIA

Savny

(= D ' Y
EF R RHIRT

FILEF— 20— (¥ N+ F-ParxRTaR
T4 AT -OVEFY)

https://www.unified-patent-court.org/locations
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Judges

The Unified Patent Court

38

| HIE

The Unified Patent Court

38
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The Unified Patent Court

Art. 15 UPCA

The judges

"(1) The Court shall comprise both legally qualified judges
and technically qualified judges.”

Judges shall ensure the highest standards of competence
and shall have proven experience in the field of
patent litigation.

(2) Legally qualified judges shall possess the qualifications
required for appointment to judicial offices in a
Contracting Member State.

(3) Technically qualified judges shall have a university

degree and proven expertise in a field of technology. They

shall also have proven knowledge of civil law and
. procedure relevant in patent litigation.”
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Judges’ selection

B Call for expression of interest by the Preparatory
Committee fall 2013

B 1300 candidates

B At its 6t" meeting (8 July 2014) a list of suitable
candidates where approved by the Preparatory
Committee

B Legally qualified judges

» 170 eligible

» 184 eligible with training
B Technically qualified judges

» 341 eligible
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The Unified Patent Court

Training Centre

B Training Centre for the Unified Patent
Court (UPC) opened officially on 13 March
2014 in Budapest

m It will function as a coordinating office for
the training of judges and candidate
judges of the new court system

The Unified Patent Court
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The Unified Patent Court

IP Kat Leak

Judicial salaries for full-time
Unified Patent Court judges

B For a judge in the Court of First Instance
»€11,000 net per month
»€132,000 net per year

B For judges in the Court of Appeal
»€12,000 net per month
»€144,000 net per year

42
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IP Kat Leak
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Recruitment and training
of judges (2017 update)

35-45 legally qualified judges (LQJ)
50 technically qualified judges (TQJ)
LQJ mainly part time initially

TQJ all part time initially

Flexibility?
» Scaling up the part time
» Reserve list of appointable judges

Numbers based on case load assumptions — qualified
guessing!
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The Unified Patent Court

Applicable law

Hm 24(1) substantive law
m 24(2) conflict of law
m 25-30 rights conferred and limitations

W 63-70 sanctions and damages

a4

| PR
B 5E24%(1)
B $245(2)
W $25-30%

W ¥63-70%

The Unified Patent Court
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Applicable law (historical)
6-8 Draft Regulation vs. 14f - 14i Draft Agreement

[ Proposal for a Regulation’ t Draft agreementl

r‘“

- , .
b Right to prevent the direct use of the invention

Article 6 Article 141

Right to prevent the direct use of the invention

Article 7 Article 14g

Right to prevent the indirect use of the invention Right to prevent the indirect use of the invention

Article 14h

t Article 8

Limitations of the effects of the European patent

b Limutation of the effects of the European patent with unitary effect

Sk an s o Pr— S s oan

pagewe v o a

Unitary Patent European Patent
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[ Proposal for a Regulation’ t Draft agreementl

2 ¢ __ ]

rticle 147
y . , —— ,
b Right to prevent the direct use of the invention

Article 6

Right to prevent the direct use of the invention 3

Article 7 Article 14g

Right to prevent the indirect use of the invention Right to prevent the indirect use of the invention

Article 14h

t Article 8

b Limitation of the effects of the European patent with unitary effect Limitations of the effects of the European patent
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The Unified Patent Court

Applicable law (present)

5 Regulation indirectly refers to 25-30 Agreement

Article 5 Regulation
refers to Article 7 Regulation
for applicable national law

R 4

Articles 25 - 30 =
]
Amde A“'C'e ‘ (scope of the right §
and limitations)

Regulatioﬁ 257/2012

Art 25 - 30 Agreement
are "national law"

National law

vEroN V)
&ASSOCIES 46
The Unified Patent Court
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Article 5 Regulation
refers to Article 7 Regulation
for applicable national law
l! l
Articles 25 - 30 (==
]
Amde Art'de ‘ (scope of the right |
and limitations)
Regulatmﬁzswzou i
Art 25 - 30 Agreement
are "national law"
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Amendment of national laws

B Purely technical amendments

B Amendments going beyond technicality: e.g.

DE proposes introducing “double patenting”
of the same invention (unitary patent and DE
patent: the same egg in two baskets)

German draft bills 16 February 2016 for ratification of the Unified Patent Court
Ag ement and |mplementat|on of Unitary patent system into German law

/RefE_Uebereinkommen_EinheitichesPal ht.pdf? _blob=publicationFi e& =2
Do k\m nte/RefE atentreform.pdf? _blob=publicationFile&v=:

Amendments aiming at alignment of national
law on the UPC Agreement as to infringing
acts (direct and indirect infringement,
exceptions to infringement) a7

The Unified Patent Court

- EREOWE
S F R RE

B FELUEORE : HZIE. KA VIZRI—DOFKBED

(ZEREF OBA (B—4EFE P VR R
CEHZ=DDHIICESD) ZRRELTWLS,

20165F2A 16 BDHE—HHHHFBEDHER VE—RHHED F A VENDEED=HD K1 YD
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